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DETAILED ACTION 
Information Disclosure Statement 

1. The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1.98(b) requires a list of all patents, publications, or other information 
submitted for consideration by the Office, and MPEP § 609 A(l) states, "the list may not be 
incorporated into the specification but must be submitted in a separate paper." The Transmittal 
Letter received with the application states that an Information Disclosure Statement and PTO- 
1449 were filed with the application however this office received neither. Therefore, unless the 
references have been cited by the examiner on form PTO-892, they have not been considered. 

Specification 

2. The disclosure is objected to because of the following informalities: there exists a 
spelling error on page 10, line 20; the examiner suggest changing "issue" to "tissue". 
Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

4. Claim 18 is rejected under 35 U.S.C. 102(a) as being anticipated by Rizzo et al. (U.S. 
2003/0158588) (herein Rizzo). Rizzo discloses a retinal prosthesis 40 comprising an electrode 
array 56 suitable to be mounted in close proximity to a retina (see Rizzo page 6, paragraph 42), 
an electronics package 70 (see Rizzo page 6, paragraph 44), and a power source in the form of an 
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"external transmitter circuit carried by the patient in a convenient location such as a pocket, 
along with batteries to power the transmitter" (see Rizzo page 5, paragraph 37). 

Rizzo further discloses an electrical cable 68. Cable 68 couples the electrode array 56 to 
the electronics package 70 and couples a secondary inductive coil 52 to the electronics package 
70. Secondary coil 52 is suitable to be mounted to the side of a skull by suture tabs 64 (see 
Rizzo Fig. 3 and page 3, paragraph 29). The retinal prosthesis disclosed by Rizzo also comprises 
a primary inductive coil 34 suitable to be placed outside of the body (see Rizzo Fig. 2A) and 
coupled to the power source (see Rizzo page 5, paragraph 37). Rizzo also discloses that a retinal 
prosthesis 40 can comprise a video capture device in the form of a "camera located on a pair of 
glasses or elsewhere outside the body" (see Rizzo page 1, paragraph 9). 

5. In addition to the arguments presented for the rejection of Claim 18, Claim 28 is rejected. 
Rizzo further discloses a retinal prosthesis comprising a secondary inductive coil 32 in the shape 
of an oval in order to create a large receiving surface area to provide electrical power for 
operation through electromagnetic or radio frequency induction from a transmitter located 
outside the body (see Rizzo Fig. 2A). 

6. In addition to the arguments presented for the rejection of Claim 18, Claim 31 is rejected. 
Rizzo further discloses that a retinal prosthesis "can be position on the inner surface of the retina, 
i.e. epiretinal" (see Rizzo page 1, paragraph 4). 

7. In addition to the arguments presented for the rejection of Claim 18, Claim 34 is rejected. 
Rizzo further discloses "one or more primary coils 34" (see Rizzo page 5, paragraph 39) 
mounted on the side of a pair of eyeglasses 38, or in an alternate embodiment under the skin near 
an implanted secondary coil 32 so that electromagnetic fields from the former easily reach the 
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latter to enable more efficient transmission from the primary coil(s) 34 to the secondary coil 32 
(see Rizzo page 5, paragraph 37). 

8. Claim 35 is rejected under 35 U.S.C. 102(a) as being anticipated by Rizzo. Rizzo 
discloses a retinal prosthesis 40 comprising an electrode array 56 suitable to be mounted in close 
proximity to a retina (see Rizzo page 6, paragraph 42) and an electronics package 70 (see Rizzo 
page 6, paragraph 44). Rizzo further discloses an electrical cable 68. Cable 68 couples the 
electrode array 56 to the electronics package 70 and couples a secondary inductive coil 52 to the 
electronics package 70. Secondary coil 52 is suitable to be mounted to the side of a skull by 
suture tabs 64 (see Rizzo Fig. 3 and page 3, paragraph 29). 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

10. Claim 1 is rejected under 35 U.S.C. 102(e) as being anticipated by Nisch et al. (U.S. 
6,847,847) (herein Nisch). Nisch discloses a retinal prosthesis 30 comprising an electrode array 
36 suitable to be mounted in close proximity to a retina (see Nish column 1, lines 34-36 and Figs. 
1 and 2) and an electronics package 35 (see Nisch column 6, lines 49-55). The retinal prostheses 
further comprises an electrical cable 41 coupling the electrode array 36 to the electronics 
package 35 (see Nisch column 7, lines 1-2) and a secondary "receiver" coil 37, electrically 
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coupled to the electronics package 35 (see Nisch Fig. 2) and suitable to be mounted to the side of 
the sclera (see Nisch Fig. 1). 

11. In addition to the arguments presented for the rejection of Claim 1, Claim 4 is rejected. 
Nisch discloses a retinal prosthesis 30 further comprising suture tabs 49 (see Nisch Fig. 2) 
connected to the secondary inductive coil 37 suitable for attaching the coil to a sclera. 

12. In addition to the arguments presented for the rejection of Claim 1, Claim 5 is rejected. 
Nisch discloses a retinal prosthesis 30 further comprising suture tabs 50 (see Nisch Fig. 2) 
connected to the electronics package 35 suitable for attaching the electronics package to a sclera. 

13. In addition to the arguments presented for the rejection of Claim 1, Claim 13 is rejected. 
Nisch discloses a retinal prosthesis 30 comprising an electrode array 36 suitable to be placed in 
an epiretinal location (see Nisch Fig. 6). 

Claim Rejections - 35 USC § 103 

14. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

15. In addition to the arguments presented for the rejection of Claim 1, Claim 2 is rejected 
under 35 U.S.C. 103(a) as being unpatentable over Nisch in view of Shahinpoor et al. (U.S. 
2003/0139808) (herein Shahinpoor). Claim 2 differs from Nisch in that the retinal prosthesis 
does not comprise a strap that surrounds the sclera and is connected to the secondary inductive 
coil. Shahinpoor, however, discloses a silicone band (similar to a sclera buckle) capable of 
surrounding a sclera. The band is connected to and supporting an inductive coil 12 (see 
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Shahinpoor Fig. If) and is capable of attaching to a sensor unit 202 and electronics package 208 
(see Shahinpor Fig. 18) in order to improve vision accommodations. Shahinpoor further 
discloses that these types of scleral bands can be used after eye surgery for "as long as it takes 
for the retina to reattach to sclera under the buckle pressure by healing" (see Shahinpoor page 8, 
paragraph 122). Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to modify the invention of Nisch in view of Shahinpoor to 
attach the retinal prosthesis to a strap connected to the secondary inductive coil, surrounding the 
sclera, in order to improve vision accommodations provided by the retinal prosthesis, to provide 
added support for the inductive coil, and to improve healing of the eye after the prosthesis has 
been surgically implanted. 

16. In addition to the arguments presented for the rejection of Claim 1, Claim 3 is rejected 
under 35 U.S.C. 103(a) as being unpatentable over Nisch in view of Shahinpoor. Claim 3 differs 
from Nisch in that the retinal prosthesis does not comprise a strap that surrounds the sclera and is 
connected to the electronics package. Shahinpoor, however, discloses a silicone band (similar to 
a sclera buckle) that surrounds the sclera and is capable of capable of attaching to a sensor unit 
202 and electronics package 208 (see Shahinpor Fig. 18) in order to improve vision 
accommodations. Shahinpoor further discloses that these types of scleral bands can be used 
after eye surgery for "as long as it takes for the retina to reattach to sclera under the buckle 
pressure by healing" (see Shahinpoor page 8, paragraph 122). Therefore, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to modify the 
invention of Nisch in view of Shahinpoor to attach the retinal prosthesis to a strap connected to 
the electronics package of the retinal prosthesis, surrounding the sclera, in order to improve 
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vision accommodations provided by the retinal prosthesis and to improve healing of the eye after 
the prosthesis has been surgically implanted. 

17. In addition to the arguments presented for the rejection of Claims 1 and 2, Claim 6 is 
rejected. Nisch discloses a retinal prosthesis further comprising a fan tail 33 connected to the 
secondary inductive coil 37 (see Nisch Figs. 1 and 2) for easing the prosthesis through the sclera 
upon insertion (see Nisch Fig. 6). 

Claim 6 differs from Nisch in that the retinal prosthesis does not comprise a fan tail also 
connected to the strap surrounding the sclera. Shahinpoor, however, discloses a silicone band 
(similar to a sclera buckle) capable of surrounding a sclera. The band is connected to and 
supporting an inductive coil 12 (see Shahinpoor Fig. If) and is capable of attaching to a sensor 
unit 202 and electronics package 208 (see Shahinpor Fig. 18) in order to improve vision 
accommodations. Shahinpoor further discloses that these types of scleral bands can be used 
after eye surgery for "as long as it takes for the retina to reattach to sclera under the buckle 
pressure by healing" (see Shahinpoor page 8, paragraph 122). Therefore, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to modify the 
invention of Nisch in view of Shahinpoor to include a fan tail connected to a secondary inductive 
coil, which in turn is connected to a strap, in order to improve vision accommodations provided 
by the retinal prosthesis, to provide added support for the inductive coil, to improve healing of 
the eye after the prosthesis has been surgically implanted, and to facilitate passing the prosthesis 
through the sclera. 
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18. In addition to the arguments presented for the rejection of Claims 1 and 2, Claim 7 is 
rejected. Nisch discloses a retinal prosthesis further comprising a hook 32 suitable for engaging 
a surgical tool (see Nisch Fig. 1). 

19. In addition to the arguments presented for the rejection of Claims 1 and 2 5 Claim 8 is 
rejected. The modified Nisch reference discloses the claimed invention except it does not 
comprise a sleeve for attaching the ends of the strap together. Applicant discloses in the 
specification that scleral buckling is well known in the art and the band is comprised of silicone 
placed around the eye and attached at its ends with a sleeve (see Specification pages 7-8). It 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to include a sleeve for attaching ends of the strap together upon surgical implantation, 
since it has been held to be within the general skill of a worker in the art to select a known 
material on the basis of its suitability for the intended use as a matter of obvious design choice. 

20. In addition to the arguments presented for the rejection of Claim 1, Claim 9 is rejected 
under 35 U.S.C. 103(a) as being unpatentable over Nisch in view of Krulevitch et al. (U.S. 
2003/0097166) (herein Krulevitch). Claim 9 differs from Nisch in that the electrode array 36 
and cable 41 are not comprised of metal traces sandwiched between thin polymer films. 
Krulevitch, however, discloses a flexible electrode array 10 for artificial vision comprised of 
metal traces 12 and 16 sandwiched between biocompatible polymer films 1 1 (see Krulevitch Fig. 
9). It would have been obvious to one having ordinary skill in the art at the time the invention 
was made to modify the electrode array of Nisch in view of Krulevitch to comprise metal traces 
sandwiched between polymer films to increase the flexibility and biocompatibility of the claimed 
invention. Furthermore, it also would have been obvious to modify the cable of Nisch in view of 
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Krulevitch in the manner of the electrode array since they are attached and both implanted 
against the retina and it has been held to be within the general skill of a worker in the art to select 
a known material on the basis of its suitability for the intended use as a matter of obvious design 
choice. 

21. In addition to the arguments presented for the rejection of Claims 1 and 9, Claim 10 is 
rejected. Nisch discloses a retinal prosthesis further comprising a cable that is folded to present 
the same side of the cable to both the electronics package and the retina (see Nisch Figs. 2 and 
6). 

22. In addition to the arguments presented for the rejection of Claim 1, Claims 1 1 and 12 are 
rejected under 35 U.S.C. 103(a) as being unpatentable over Nisch in view of Krulevitch et al. 
(U.S. 2003/0097166) (herein Krulevitch). Nisch discloses a retinal prosthesis 30 comprising an 
electrical cable 41 coupling an electrode array 36 to an electronics package 35 (see Nisch column 
7, lines 1-2). Claims 11 and 12 differ from Nisch in that the electrical cable disclosed is not 
suitable to pierce the sclera or the pars plana region of the sclera. 

Krulevitch, however, discloses a flexible electrode array 10 for artificial vision comprised 
of points, barbs, hooks, or tacks (see Krulevitch page 7, paragraph 109). Applicant discloses in 
the specification that it is well known in the art that such points, barbs, hooks, or tacks on a 
device adjacent to the sclera is suitable to pierce the sclera, or the pars plan region of the sclera, 
in order to mechanically stabilize the array, minimize the distance between the electrodes and the 
visual neurons, and to avoid undue compression of the visual neurons. It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to modify the 
cable coupled to the electrode array of Nisch in view of Krulevitch to include points, barbs, 
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hooks, or tacks to improve the claimed invention's ability to avoid undue compression of the 
visual neurons, not only by the electrode array that resides adjacent to the sclera, but by the 
attached cable that also resides adjacent to the sclera. 

23. In addition to the arguments presented for the rejection of Claim 1, Claim 14 is rejected 
under 35 U.S.C. 103(a) as being unpatentable over Nisch in view of Michelson (U.S. 4,628,933). 
Claim 14 differs from Nisch in that the secondary inductive coil is not a wound wire coil. 
Michelson, however, discloses a visual prosthesis 1 1 comprising a secondary inductive coil 37 
that is a wound wire coil in order to provide electrical power for operation through 
electromagnetic or radio frequency induction from a transmitter located outside the body (see 
Michelson column 5, lines 3-26). Therefore, it would have been obvious to one having ordinary 
skill in the art at the time the invention was made to modify the induction coil of Nisch in view 
of Michelson to be a wound wire coil in order to provide a means of transmitting power from an 
external transmitter to the implanted claimed invention. 

24. In addition to the arguments presented for the rejection of Claims 1 and 2, Claim 15 is 
rejected. Nisch discloses a retinal prosthesis further comprising a fan tail 33 connected to the 
electronics package 35 and the cable 41 (see Nisch Figs. 1 and 2) to facilitate passing the cable 
through the sclera (see Nisch column 8, lines 42-55). 

25. In addition to the arguments presented for the rejection of Claim 1, Claim 16 is rejected 
under 35 U.S.C. 103(a) as being unpatentable over Nisch in view of Rizzo. Claim 16 differs 
from Nisch in that the secondary inductive coil is not substantially oval shaped. Rizzo, however, 
discloses a retinal prosthesis comprising an electrode array 56, an electronics package 70, and a 
secondary inductive coil 32 in the shape of an oval in order to create a large receiving surface 
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area to provide electrical power for operation through electromagnetic or radio frequency 
induction from a transmitter located outside the body (see Rizzo Fig. 2A). Therefore, it would 
have been obvious to one having ordinary skill in the art at the time the invention was made to 
modify the induction coil of Nisch in view of Rizzo to be substantially oval shaped in order to 
create a large receiving surface area to provide electrical power for operation through 
electromagnetic or radio frequency induction from a transmitter about an eyeglass frame. 
26. In addition to the arguments presented for the rejection of Claim 1, Claim 17 is rejected 
under 35 U.S.C. 103(a) as being unpatentable over Nisch in view of Rizzo. Claim 17 differs 
from Nisch in that the prosthesis does not comprise a first passive coil mounted within the body 
on the side of a skull, and a second passive coil electrically coupled to the first passive coil and 
mounted within the body proximate to the secondary inductive coil. Rizzo, however, discloses 
"one or more primary coils 34" (see Rizzo page 5, paragraph 39) mounted on the side of a pair of 
eyeglasses 38, or in an alternate embodiment under the skin near an implanted secondary coil 32 
so that electromagnetic fields from the former easily reach the latter to enable more efficient 
transmission from the primary coil(s) 34 to the secondary coil 32 (see Rizzo page 5, paragraph 
37). Therefore, it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the retinal prosthesis of Nisch in view of Rizzo to include a first 
passive coil mounted within the body on the side of a skull, and a second passive coil electrically 
coupled to the first passive coil and mounted within the body proximate to the secondary 
inductive coil in order to maximize the electromagnetic fields transmitted from the passive coils 
to the secondary inductive coil to increase the overall energy available to power the prosthesis. 
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27. In addition to the arguments presented for the rejection of Claim 18, Claim 19 is 
rejected under 35 U.S.C. 103(a) as being unpatentable over Rizzo in view of Shahinpoor. Claim 

19 differs from Rizzo in that the retinal prosthesis does not comprise a strap that surrounds the 
sclera and is connected to the secondary inductive coil. Shahinpoor, however, discloses a 
silicone band (similar to a sclera buckle) capable of surrounding a sclera. The band is connected 
to and supporting an inductive coil 12 (see Shahinpoor Fig. If) and is capable of attaching to a 
sensor unit 202 and electronics package 208 (see Shahinpor Fig. 18) in order to improve vision 
accommodations. Shahinpoor further discloses that these types of scleral bands can be used 
after eye surgery for "as long as it takes for the retina to reattach to sclera under the buckle 
pressure by healing" (see Shahinpoor page 8, paragraph 122). Therefore, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to modify the 
invention of Rizzo in view of Shahinpoor to attach the retinal prosthesis to a strap connected to 
the secondary inductive coil, surrounding the sclera, in order to improve vision accommodations 
provided by the retinal prosthesis, to provide added support for the inductive coil, and to improve 
healing of the eye after the prosthesis has been surgically implanted. 

28. In addition to the arguments presented for the rejection of Claim 18, Claim 20 is 
rejected under 35 U.S.C. 103(a) as being unpatentable over Rizzo in view of Shahinpoor. Claim 

20 differs from Rizzo in that the retinal prosthesis does not comprise a strap that surrounds the 
sclera and is connected to the electronics package. Shahinpoor, however, discloses a silicone 
band (similar to a sclera buckle) that surrounds the sclera and is capable of capable of attaching 
to a sensor unit 202 and electronics package 208 (see Shahinpor Fig. 18) in order to improve 
vision accommodations. Shahinpoor further discloses that these types of scleral bands can be 



Application/Control Number: 10/820,240 Page 13 

Art Unit: 3762 

used after eye surgery for "as long as it takes for the retina to reattach to sclera under the buckle 
pressure by healing" (see Shahinpoor page 8, paragraph 122). Therefore, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to modify the 
invention of Rizzo in view of Shahinpoor to attach the retinal prosthesis to a strap connected to 
the electronics package of the retinal prosthesis, surrounding the sclera, in order to improve 
vision accommodations provided by the retinal prosthesis and to improve healing of the eye after 
the prosthesis has been surgically implanted. 

29. In addition to the arguments presented for the rejection of Claim 18, Claim 21 is rejected 
under 35 U.S.C. 103(a) as being unpatentable over Rizzo in view of Nisch. Claim 21 differs 
from Rizzo in that the prosthesis does not further comprise suture tabs connected to the 
secondary inductive coil. Nisch, however, discloses a retinal prosthesis 30 comprising suture 
tabs 49 (see Nisch Fig. 2) connected to the secondary inductive coil 37 suitable for attaching the 
coil to a sclera in order to achieve a mechanically stable implantation of the prosthesis. 
Therefore, it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the invention of Rizzo in view of Nisch to include suture tabs 
connected to the secondary inductive coil to establish a mechanically sound and stable 
connection of the coil to a sclera. 

30. In addition to the arguments presented for the rejection of Claim 18, Claim 22 is rejected 
under 35 U.S.C. 103(a) as being unpatentable over Rizzo in view of Nisch. Claim 22 differs 
from Rizzo in that the prosthesis does not further comprise suture tabs connected to the 
electronics package suitable for attaching the electronics package to a sclera. Nisch, however, 
discloses a retinal prosthesis 30 further comprising suture tabs 50 (see Nisch Fig. 2) connected to 
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the electronics package 35 suitable for attaching the electronics package to a sclera in order to 
achieve a mechanically stable implantation of the prosthesis. Therefore, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to modify the 
invention of Rizzo in view of Nisch to include suture tabs connected to the electronics package 
to establish a mechanically sound and stable connection of the prosthesis to a sclera. 

31. In addition to the arguments presented for the rejections of Claim 1 and Claim 19, Claim 

23 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rizzo in view of Shahinpoor 
and Nisch. The modified Rizzo reference discloses the claimed invention except the prosthesis 
does not comprise a fan tail to ease surgical insertion of the device. Nisch, however, discloses a 
retinal prosthesis further comprising a fan tail 33 connected to the inductive coil 37 (see Nisch 
Figs. 1 and 2) to facilitate passing the coil through muscle tissue (see Nisch column 8, . lines 42- 
55). Therefore, it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the invention of Rizzo in view of Shahinpoor and Nisch to include 
a fan tail connected to the secondary inductive coil and to the strap suitable to facilitate passing 
the strap and inductive coil through muscle tissue. 

32. In addition to the arguments presented for the rejections of Claim 1 and Claim 19, Claim 

24 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rizzo in view of Shahinpoor 
and Nisch. The modified Rizzo reference discloses the claimed invention except the prosthesis 
does not comprise a hook on the prosthesis suitable for engaging a surgical tool. Nisch, 
however, discloses a retinal prosthesis further comprising a hook 32 suitable for engaging a 
surgical tool (see Nisch Fig. 1) to facilitate surgical insertion of the prosthesis. Therefore, it 
would have been obvious to one having ordinary skill in the art at the time the invention was 
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made to modify the invention of Rizzo in view of Shahinpoor and Nisch to include a hook for 
engaging a surgical tool to facilitate insertion of the prosthesis. 

33. In addition to the arguments presented for the rejections of Claim 1 and Claim 19, Claim 

25 is rejected. The modified Rizzo reference discloses the claimed invention except it does not 
comprise a sleeve for attaching the ends of the strap together. Applicant discloses in the 
specification that scleral buckling is well known in the art and the band is comprised of silicone 
placed around the eye and attached at its ends with a sleeve (see Specification pages 7-8). It 
would have been obvious to one having ordinary skill in the art at the time the invention was 
made to include a sleeve for attaching ends of the strap together upon surgical implantation, 
since it has been held to be within the general skill of a worker in the art to select a known 
material on the basis of its suitability for the intended use as a matter of obvious design choice. 

34. In addition to the arguments presented for the rejections of Claim 1 and Claim 19, Claim 

26 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rizzo in view of Shahinpoor 
and Krulevitch. The modified Rizzo reference discloses the claimed invention except the cable 
and electrode array do not comprise metal traces sandwiched between thin polymer films. 
Krulevitch, however, discloses a flexible electrode array 10 for artificial vision comprised of 
metal traces 12 and 16 sandwiched between biocompatible polymer films 1 1 (see Krulevitch Fig. 
9). It would have been obvious to one having ordinary skill in the art at the time the invention 
was made to modify the electrode array of Rizzo in view of Shahinpoor and Krulevitch to 
comprise metal traces sandwiched between polymer films to increase the flexibility and 
biocompatibility of the claimed invention. Furthermore, it also would have been obvious to 
modify the cable of Rizzo in view of Shahinpoor Krulevitch in the manner of the electrode array 
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since they are attached and both implanted against the retina and it has been held to be within the 
general skill of a worker in the art to select a known material on the basis of its suitability for the 
intended use as a matter of obvious design choice. 

35. In addition to the arguments presented for the rejections of Claim 1 5 Claim 19, and Claim 
26, Claim 27 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rizzo in view of 
Shahinpoor and Krulevitch. Rizzo further discloses a cable 68 folded to present the same side of 
the cable to both the electronics package 70 and to the sclera (see Rizzo Fig. 3). 

36. In addition to the arguments presented for the rejection of Claim 18, Claims 29 and 30 
are rejected under 35 U.S.C. 103(a) as being unpatentable over Rizzo in view of Krulevitch. 
Rizzo discloses an electrical cable 68. Cable 68 couples the electrode array 56 to the electronics 
package 70 and couples a secondary inductive coil 52 to the electronics package 70 (see Rizzo 
Fig. 3). Claims 29 and 30 differ from Rizzo in that the electrical cable disclosed is not suitable to 
pierce the sclera or the pars plana region of the sclera. 

Krulevitch, however, discloses a flexible electrode array 10 for artificial vision comprised 
of points, barbs, hooks, or tacks (see Krulevitch page 7, paragraph 109). Applicant discloses in 
the specification that it is well known in the art that such points, barbs, hooks, or tacks on a 
device adjacent to the sclera is suitable to pierce the sclera, or the pars plan region of the sclera, 
in order to mechanically stabilize the array, minimize the distance between the electrodes and the 
visual neurons, and to avoid undue compression of the visual neurons. It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to modify the 
cable coupled to the electrode array of Rizzo in view of Krulevitch to include points, barbs, 
hooks, or tacks to improve the claimed invention's ability to avoid undue compression of the 
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visual neurons, not only by the electrode array that resides adjacent to the sclera, but by the 
attached cable that also resides adjacent to the sclera. 

37. In addition to the arguments presented for the rejection of Claim 18, Claim 32 is rejected 
under 35 U.S.C. 103(a) as being unpatentable over Rizzo in view of Michelson. Claim 18 differs 
from Rizzo in that the secondary inductive coil is not a wound wire coil. Michelson, however, 
discloses a visual prosthesis 1 1 comprising a secondary inductive coil 37 that is a wound wire 
coil in order to provide electrical power for operation through electromagnetic or radio frequency 
induction from a transmitter located outside the body (see Michelson column 5, lines 3-26). 
Therefore, it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the induction coil of Rizzo in view of Michelson to be a wound 
wire coil in order to provide a means of transmitting power from an external transmitter to the 
implanted claimed invention. 

38. In addition to the arguments presented for the rejection of Claim 18, Claim 33 is rejected. 
Rizzo further discloses a primary coil 34 integrated on the side of a pair of eyeglasses 38. Rizzo 
discloses the claimed invention except the primary coil 34 is not integrated in the temple of a 
pair of glasses. It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to place the primary coil near and parallel to the secondary inductive coil by 
integrating the primary coil in the temple of a pair of glasses, since it has been held that 
rearranging parts of an invention involves only routine skill in the art. 

Conclusion 

39. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Humayun et al. (U.S. 5935155) discloses a visual prosthesis comprising a camera for 
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perceiving a visual image and generating a visual signal output, retinal tissue stimulation 
circuitry adapted to be operatively attached to the a retina, and wireless communication circuitry 
for transmitting the visual signal output to the retinal tissue stimulation circuitry within the eye. 

Any inquiry concerning this communication or earlier * communications from the 
examiner should be directed to Jessica L. Reidel whose telephone number is (571) 272-2129. 
The examiner can normally be reached on Mon-Thurs 7-4:30 and every other Friday 7-3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Pezzuto can be reached on (571) 272-6996. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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